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DETAILED ACTION 

Status of Claims 

1. Claims 1 - 1 1 are pending. 
Claims 1 - 11 are rejected. 

Response to Amendment 

2. The amendment to Specification, submitted March 28, 2008 & September 22, 
2008 is acknowledged and entered. 

3. The amendment to claims 1 - 9, submitted September 22, 2008 is acknowledged 
and entered. 

4. New clams 10-11, submitted September 22, 2008 are entered. 

Response to Arguments 

5. Applicant's arguments, see pages 7-8, filed March 28, 2008, and page 4 of 
September 22, 2008, with respect to the rejection(s) of claim(s) 1 -9 under 35 U.S.C. 
103(a) as obvious over Koike et al in view of Can have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection of claims 1-11 is made in view of llshinwells 
Co., Ltd. (WO 2004/096748 A1) in view of Cain etal. (US 6,184,009), in view of Kramer, 
Am. J. Clin. Nutr 2004) and further in view of Wikipedia (en.wikipedia.org/wiki/Fat), as 
set out below. 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

9. Claims 1 -1 1 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
llshinwells Co., Ltd. (WO 2004/096748 A1) in view of Cain et al. (US 6,184,009), in view 
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of Kramer, Am. J. Clin. Nutr 2004) and further in view of Wikipedia 
(en.wikipedia.org/wiki/Fat). 

10. The rejected claims cover, inter alia, an oil composition comprising about 80-95% 
by weight of diglycerides, wherein about 5-98% of the fatty acids contained in the total 
triglycerides are a conjugated linoleic acid (CLA). The dependent claims disclose the 
weight percentage of the remaining portion of the oil composition; the isomeric forms of 
the CLA; the animal and vegetable oils used to obtain the CLA; and the uses for the 
CLA composition. Additionally, 75% of the fatty acids contained in the total triglycerides 
are CLA. 

Ilshinwells discloses a fat composition comprising 85 to 99.9% high purity 
diglyceride which comprises 1-80% conjugated linoleic acid with the balance of the 
crude composition being composed of monoglyceride, triglyceride or fatty acids, (see 
abstract; paragraph [41] & Example 5, Table 2). Examples of oils and fats useful in the 
preparation of the fat composition include vegetable oils such as soybean and rapeseed 

011. Ilshinwells' states that CLA are known to be in muscle ruminants. Further, the 
composition of Ilshinwells can be used as cosmetic emulsifiers, pharmaceutical 
emulsifiers and highly functional food additives having functions of effecting anticancer 
activity, reducing human body fat, enhancing immunogenicity, and treating diabetes. 

Ilshinwells fails to state that the composition is an oil; disclose the isomeric 
formations of the CLA in the diglyceride composition; the use of the pharmaceutical 
composition of the CLA in tablets, capsule and powder form; and feedstuff additive. 
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However, Cain teaches a process for preparing a material containing the 
geometrical isomers of conjugated linoleic acid moieties in specific weight ratios, where 
the starting material is fish oil or vegetable oil and the products may be blended with 
complementary fat, used as food or food supplements or in pharmaceutical 
compositions, (see abstract). Further, Kramer discloses that many CLA isomers have 
been identified in natural products, mainly in fats from ruminants, ranging from 7,9 to 
12,14-CLA, with each of the positional isomers occur as 4 geometric isomers (cis, trans; 
trans, cis; cis, cis; and trans, trans) for a total of 24. The most abundant CLA isomer in 
normal dairy and beef fats is c9,t1 1 -CLA with smaller levels of t7,c9-CLA and t1 1 ,c1 3- 
CLA, depending on the diet, (page 1138S, column 1, last paragraph). 

Furthermore, with regard to llshinwells' use of the term fat to describe their 
composition, it is known that the only main difference between a fat and oil is that a fat 
is a solid at room temperature, and the term fat usually refers to the collective term for 
"fats and oils", (see en.wikipedia.org/wiki/Fat page 1). 

It would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to have an oil composition comprising 80 to 95% 
diglycerides by weight that contained 5 to 98% conjugated linoleic acid (CLA), as 
suggested by llshinwells, with the oil composition consisting of various geometric 
isomers of the CLA since Kramer discloses that there are 24 total known isomers of 
CLA and that Cain suggest a process for preparing the geometric isomers of CLA and 
produce the instant invention. One of ordinary skill in the art would have been 
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motivated to do this because CLA as suggested by llshinwells and Cain et al. have uses 
as foods, food supplements and pharmaceutical supplements. 

Therefore, the invention as a whole was prima facie obvious to one of ordinary 
skill in the art at the time the invention was made, as evidenced by the references, 
especially in the absence of evidence to the contrary. 

With regard to llshinwells' failure to disclose the use of the pharmaceutical 
composition in a tablet, capsule and powder from. It is within the purview of the 
ordinary artisan that a pharmaceutical composition can be in a tablet, capsule or powder 
form, therefore, these limitations are deemed to be obvious absent a showing of 
unexpected results. 

A reference is good not only for what it teaches by direct anticipation but also for 
what one of ordinary skill in the art might reasonably infer from the teachings. (In 
reOpprecht ^2 USPQ 2d 1235, 1236 (Fed Cir. 1989); In re Bode 193 USPQ 12 (CCPA) 
1976). In light of the forgoing discussion, the Examiner concludes that the subject 
matter defined by the instant claims would have been obvious within the meaning of 
35USC 103(a). From the teachings of the references, it is apparent that one of ordinary 
skill in the art would have had a reasonable expectation of success in producing the 
claimed invention. Therefore, the invention as a whole was prima facie obvious to one 
of ordinary skill in the art at the time the invention was made, as evidenced by the 
references, especially in the absence of evidence to the contrary. 
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Conclusion 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to YATE' K. CUTLIFF whose telephone number is 
(571)272-9067. The examiner can normally be reached on M-TH 8:30 a.m. - 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel M. Sullivan can be reached on (571) 272 - 0779. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Yate K. Cutliff 
Patent Examiner 
Group Art Unit 1621 
Technology Center 1600 
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Primary Examiner, Art Unit 1621 



